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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
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1)K1 Responsive to communication(s) filed on 29 January 2002 . 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a Hteral translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. Examples are as 
follows: 

Claim 1 discloses the limitation "a client operated by an applicant". It is unclear 
to the examiner in view of the specification how one person is to be operated by another 
person. 

Claim 1 discloses the limitation "a contract section which contracts". It is unclear 
to the examiner in view of the specification how a contract section is to contract 
because formation of a contract generally requires the mutual assent of two parties and 
the wording of claim 1 suggests the formation of a contract by one party. 

Claim 3 discloses the limitation "agreement of a content of the insurance". It is 
unclear to the examiner in view of the specification what "a content of the insurance" is 
and how it is to confirm agreement. 
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Claim 4 discloses "an amount of insurance money in the insurance". It is unclear 
to the examiner whether "an amount of insurance money in the insurance" is referring to 
premiums paid or coverage totals. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Sherman, (WO 01/59666 A2). 

3. An insurance system comprising: a client operated by an applicant who applies 
for an insurance; 

an applicant information storage in which applicant information relating to said 
applicant is stored prior to the application for the insurance, (Sherman, Fig. 1, #70; p. 4, 
lines 29-33); 

an application receiving section which receives the application for the insurance 
from said applicant via said client and a communication network, (Sherman, Fig. 1; p. 4, 
line 29-p. 5, line 4); 

an examination section which examines acceptability of the application for the 
insurance received by said application receiving section based on the applicant 
information stored in said applicant information storage, (Sherman, p. 4, lines 1-18) 
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(Underwriting is considered to be equivalent to examining acceptability of the 
application since it performs an identical function in substantially the same way and 
produces substantially the same results); and 

a contract section which contracts the applied insurance according to a result of 
the examination by said examination section indicating permission, (Sherman, Fig. 2; p. 
4, lines 9-32) (disclosing formation of contract and issuance of policy). 

4. The insurance system according to claim 1, further comprising: 

a charge storage which stores a charge paid prior to the application for the 
insurance by said applicant, (Sherman, Fig. 1, #70; p. 4, lines 29-33; p. 11, lines 6-18); 
and 

an accounting section which uses the charge stored in said charge storage to 
settle a premium of the insurance at a time of the contract of the insurance by said 
contract section, (Sherman, Fig. 1, #70; p. 4, lines 29-33; p. 11, lines 6-18; col. 12, lines 
10-28) (disclosing using the prior underwriting information on first policy to provide a 
discount when underwriting second policy). 

5. The insurance system according to claim 1, further comprising: 

a first authentication section which confirms agreement of a content of the 
insurance contracted by said contract section with a content of the insurance with the 
application therefor received by said application receiving section, and thereby 
authenticates validity of the insurance contracted by said contract section, Sherman, p. 
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13, line 22-p. 15, line 29) (disclosing underwriting an insurance application by 
comparing the insurance application with a previously issued insurance contract and 
associated underwriting information for the purpose of issuing a second contract based 
partly on the underwriting information related to the first contract). 

6. The insurance system according to claim 1, further comprising: 

a plurality of said contract sections; and a second authentication section which 
totals an amount of the insurance money in the insurance to be contracted this time, 
(Sherman, p. 6, lines 1-23), and 

an amount of the insurance money in the insurance already contracted in said 
plurality of contract sections with respect to the applicant having applied for the 
insurance at the time of the contract of the insurance by one arbitrary contract section, 
confirms the total amount within a defined upper limit, and authenticates the validity of 
the insurance to be contracted this time, (Sherman, p. 6, lines 1-23) (disclosing that the 
amount primary insurance coverage must be determined and taken into account when 
underwriting the secondary policy). 

7. Claim 5 contains substantially the same or similar limitations as claim 1 and 
therefore the rejection of claim 1 is incorporated herein by reference. 

8. Claim 6 contains substantially the same or similar limitations as claim 2 and 
therefore the rejection of claim 2 is incorporated herein by reference. 
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9. Claim 7 contains substantially the same or similar limitations as claim 1 and 
therefore the rejection of claim 1 is incorporated herein by reference. 

10. Claim 8 contains substantially the same or similar limitations as claim 1 and 
therefore the rejection of claim 1 is incorporated herein by reference. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure is as follows: Sherman, (U.S. Pub. 2001/0034619); Luchs et al., 
(U.S. 4,831,526); Borghesi etal., (U.S. 5,950,169); Bosco etal., (5,191,522); Peterson 
et al., (U.S. 6,343,271); DiRienzo et al., (U.S. 6,003,007); Herron et al., (U.S. Pub. 
2003/0028404); Wiggins, (U.S. Pub. 2002/0120473); De Grosz et al., (U.S. Pub. 
2002/0069090); and Hele et al., (U.S. Pub. 2002/0120474). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell S. Glass whose telephone number is 571-272- 
3132. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



RSG 
3/9/2006 





SUI 




